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DETAILED ACTION 



Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 1-3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kikinis (US 6243596) in view of Tsukamoto et al. (US 5005013) and further in view 
of Lagoni et al. (US 6141058). 

Regarding claim 1 , Kikinis discloses a cellular phone in which a TV tuner and 
receiver is installed in battery pack adapter 100 to allow user to receive and view 
television (see Fig. 9-12; Col. 17, lines 34-41). 

Kikinis does not clearly disclose in detail "a TV module for receiving and 
demodulating a desired TV channel signal among radio-frequency electromagnetic 
signals received in response to an input of a tuning signal, when the TV module 
operates by supply of a power supply voltage, to generate a composite video signal, 
a composite synchronizing signal and a composite audio signal"; "a TV control 
section for supplying the tuning signal corresponding to a channel selection 
command signal to the TV module, synchronizing On Screen Display (OSD) data 
corresponding to display control data and display data with the composite 
synchronizing signal to output the synchronized signal as a video signal" and "A 
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display unit for synchronizing the composite video signal from the TV module and 
the video signal from the TV control section with the composite synchronizing signal 
and displaying the synchronized composite video signal and the video signal on an 
image viewing screen"; However, Bikinis discloses a TV tuner and receiver is 
installed in battery pack 1 adapter 100 to allow the user to receive and view 
television (Col. 17, lines 34-41) on a display unit LCD 202. 

Tsukamoto shows a hand-held device with a TV module for receiving and 
demodulating a desired TV channel signal among radio-frequency electromagnetic 
signals received (antenna 2 receives a TV broadcast radio wave and a radio wave 
generated from a Radio transmission station of telephone office; Col. 3, lines 36-41 ) 
in response to an input of a tuning signal, when the TV module operates by supply of 
a power supply voltage (Col. 4, lines 4-10), to generate a composite video signal, a 
composite synchronizing signal and a composite audio signal (Col. 4, lines 10-21) 
and a TV control section for supplying the tuning signal corresponding to a channel 
selection command signal to the TV module, synchronizing On Screen Display 
(Timing Control Circuit 35) data corresponding to display control data and display 
data with the composite synchronizing signal to output the synchronized signal as a 
video signal (Fig. 2 & 14; Col. 4, lines 4-64; Col. 10, lines 4-40 and Col. 13, lines 25- 
62). A display unit 3 (Fig. 2 and 14) for synchronizing the composite video signal 
from the TV module and the video signal from the TV control section with the 
composite synchronizing signal and displaying the synchronized composite video 
signal and the video signal on an image viewing screen (Col. 14, lines 25-41). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to modify Kikinis' s Video driver 402 with the LCD's video 
circuitry driver, as taught by Tsukamoto, so to take the advantage of the well known 
design of the LCD video circuitry driver to drive the LCD to display the received 
video signal. 

Moreover, Kikinis 's Cellular phone (MRFU) performs a two-way conversation 
in which CPU 401 (MSP) continuously processes both incoming and outgoing audio 
data. The incoming voice signal is received through a forward channel, demodulated 
and outputted to the audio speaker and the outgoing voice signal (reply back) is 
modulated from the microphone 203 and transmitted out on the reverse channel. 
Therefore, Kikinis 's Cellular phone (MRFU) encompasses the claimed limitation "a 
Mobile Station Radio Frequency Unit (MRFU) for demodulating a signal indicative of 
an incoming call received through a forward channel, forming an audio conversion 
channel among the received radio-frequency electromagnetic signals to output the 
demodulated signal, and modulating and transmitting a signal in a reverse channel" 

Kikinis further discloses CPU 401 (A Mobile Station Processor) for 
establishing a phone mode for conversation or TV mode for displaying the received 
TV signal from the TV tuner on an image viewing screen (LCD 202) in response to 
an user selection. 

Kikinis does not disclose, "demodulating a signal indicative of an incoming 



call". 
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Lagoni discloses a television/telephone system (Fig. 1) wherein the telephone 
network interface 126 detects and demodulates a signal indicative of an incoming 
call received through a pair of conductors Tip (T) and Ring (R) (Col. 4, lines 4-7 and 
lines 14-17); Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to modify Kikinis' s cellular phone system to 
detect the incoming telephone signal and display an alert message, i.e. Calling ID, 
as taught by Lagoni, so to notify the user of an incoming call while watching the TV 
and also to give the user a choice to answer or not to answer the incoming call 
based on the displayed Caller Id while watching a TV program (Col. 1, lines 17-23). 

As to limitation "A Mobile Station Processor (MSP) for establishing a phone or 
TV mode in respond to an Input command, generating the channel selection 
command signal stored in a predetermined memory area by setting the TV mode, 
supplying the display control data to the TV control section or interrupting a power 
supply voltage supplied to the TV module according to a preset incoming call alarm 
mode when receiving an incoming signal from the MRFU, and processing audio data 
outputted from the MRFU to output the processed audio data signal while supplying 
audio data to the MRFU", Lagoni further discloses a controller 110 (MSP) for 
establishing TV mode in response to an input command from the RC 125, 
generating the channel-related data (channel selection command signal) stored in a 
predetermined RAM (memory area) (Col. 3, lines 1-3) by setting the switched ON of 
the Television receiver (TV mode) (Col. 4, lines 25-28), Controller 110 supplies the 
display control data via control line 141 to the OSD processor 140 (Col. 3, lines 61- 
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65+) according to a Priority List Caller ID (preset incoming call alarm mode) when 
receiving an incoming signal from the telephone network interface 126 (MRFU) (Col. 
4, lines 18-32), and answering the call (processing audio data outputted from the 
MRFU to output the processed audio data signal while supplying audio data to the 
MRFU). 

Regarding claim 2, in view of the discussion in claim 1, neither Kikinis nor 
Lagoni clearly disclose a power switch disposed between the TV module and a 
power supply unit, the power switch being switched under the control of the MSP 
(Mobile Station Processor) to turn ON/OFF the TV module. 

Tsukamoto further discloses a power switch (switch 6 'TV OFF mode', Fig. 1 ) 
disposed between the TV module and the AC power supply (not show), the power 
switch being switched under the control of the CPU 23 (MSP) to turn ON/OFF the 
display 3 (Fig. 9, steps B1 , B2, B3, B4 for TV OFF mode, B7 and B8 for ON; Col. 9, 
lines 59-Col. 10, lines 3 and Col. 12, lines 54-62). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to supply a power switch, as taught by Tsukamoto, so 
the Kikinis 1 s TV-Phone is able to display message of the incoming call while the 
system is under power saving mode, i.e., standby/sleep mode of powering off the 
display and the TV mode is OFF but not the main unit. ' 
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Regarding claim 3, in view of the discussion in claims 1 and 2, neither Kikinis 
nor Lagoni clearly disclose the a Radio Frequency Switch (RFSW) allowing an 
antenna to be connected to both the TV module and the Mobile Station RF unit 
(MRFU) in response to establishment of the TV mode of the Mobile Station 
processor (MSP) and allowing the antenna to be connected to only the MRFU in 
response to the establishment of the phone mode of the MSP. 

Tsukamoto discloses an antenna 2 receives a TV broadcast Radio wave and 
a radio wave generated from a radio transmission station of a telephone service 
(Fig. 1 ; Col. 3, lines 12-39; Fig. 9 shows an algorithm of how the switch 6 function, 
i.e., switch 6 on VHF/UHF position, works with CPU 23) in response to the 
establishment of the TV mode of the CPU 23 (MSP), and allowing the antenna 2 to 
be connected to only the Pager mode (MRFU) in response to the establishment of 
the Pager mode only (switch 6 on OFF position) of the CPU 23 (MSP). Thus, 
Tsukamoto' switch 6 is a RFSW. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Kikinis 1 TV-phone with an RF switch/RFSW 
connects an antenna to the TV module and the Mobile Station RF unit (MRFU), as 
taught by Tsukamoto, so that the TV-phone receives both signals simultaneously, 
TV and phone, and allows user to view TV while the phone receiver works in the 
background to alert the viewer of an incoming call (Col, 13, lines 7-10). 

Regarding claim 6, Lagoni further discloses displaying an incoming call 
character message at a specific region of a TV image-viewing screen (Fig. 4). 
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2. Claims 4, 5 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kikinis (US 6243596) in view of Tsukamoto et al. (US 5005013) and further in view 
of Lagoni et al. (US 6141058) and further in view of Hoffman et al. (US 4427847). 

Regarding claim 4, Lagoni further discloses wherein the TV mode allowing for 
viewing of a TV image (if TV receiver is switched ON, i.e., active and able to display 
a picture; Col. 4, lines 27-28), an incoming call alarm mode of the TV phone upon 
reception of an incoming call (displays Caller ID; Col. 4, lines 23-31). 

Lagoni does not clearly disclose "interrupting a power supply voltage supplied 
to the TV module and switching from TV mode to the phone mode". 

Hoffman discloses upon receiving an alarm signal regarding an incoming call 
during TV mode, the user activates the Phone mode 32 on the RC 15A for switching 
from TV mode to Phone mode, thereby interrupting a power supply voltage supplied 
to the TV module (not powering OFF TV set) by switching TV audio function to 
Phone audio function so the conversation could perform through the TV set (Col. 7, 
lines 59-Col. 8, lines 5). Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Kikinis in view of 
Tsukamoto and Lagoni to switch TV mode to TP mode, as taught by Hoffman, so to 
provide to user an alternative to pick-up the phone and perform a phone 
conversation through the TV device while the TV program is still on. 

Regarding claim 5, Lagoni further discloses wherein the TV mode allowing for 
viewing of a TV image (if TV receiver is switched ON, i.e., active and able to display 
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a picture; Col. 4, lines 27-28), an incoming call alarm mode of the TV phone upon 
reception of an incoming call (displays Caller ID; Col. 4, lines 23-31). 

Lagoni does not clearly disclose upon reception of an incoming call comprises 
switching off and on, at a predetermined interval, only the audio signal outputted 
from the TV module. 

Hoffman discloses upon reception of an incoming call comprises switching off 
and on, at a predetermined interval, only the audio signal outputted from the TV 
module (audible alarm signal of telephone ring; Col. 5, lines 10-26). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Kikinis in view of Tsukamoto and Lagoni that 
upon reception of an incoming call comprises switching off and on of an audible 
sound outputted from the TV module, as taught by Hoffman, so to alert the viewer of 
an incoming call with an audible sound (Col. 5, lines 22-26). 

Regarding claim 7, Kikinis, Tsukamoto and Lagoni do not disclose wherein 
the MSP selectively controls an audio outputting switch. 

Hoffman discloses the audio outputting switch (Fig. 1, elements 62, 72) is 
controlled by the control circuit 64 (MSP) upon reception of an incoming call to 
perform two-way conversation (Col. 5, lines 38-46). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
modify Kikinis in view of Tsukamoto and Lagoni to include a controller (MSP) to 
control an audio outputting switch, as taught by Hoffman, so to allow the user to 
activate the TV-phone receiver to perform a two-way telephone conversation mode 
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while the TV mode is ON (Col. 1 , lines 55-64) by switching TV audio function to 
Phone audio function so the conversation could perform while in TV mode (Col. 7, 
lines 59-Col. 8, lines 5). 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-7 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1, 6, 8-9 and 1 1 of U.S. Patent No. 
6529742. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because 

The Apparatus of Claim 1 corresponds to the method of Patent claim 1 of U.S. 
Patent No. 6529742 with the additional limitation "a TV module for receiving and 
demodulating a desired TV channel signal among RF electromagnetic signals received 
in response to an input of tuning signal, when the TV module operates by supply of a 



Double Patenting 



power supply voltage, to generate a composite video signal, a composite synchronizing 
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signal and a composite audio signal"; " a TV control section for supplying the tuning 
signal corresponding to a channel selection command signal to the TV module, 
synchronizing On Screen Display (OSD) data corresponding to display control data and 
display data with the composite synchronizing signal to output the synchronized signal 
as a video signal" and "a display unit for synchronizing the composite video signal from 
the TV module and the video signal from the TV control section with the composite 
synchronizing signal and displaying the synchronized composite video signal and the 
video signal on an image viewing screen." 

It would have been obvious to modify Patent claiml to include this feature so 
to take the advantage of the well-known design of the LCD video circuitry driver to 
drive the LCD to display the received video signal. 

Claims 2 and 4 correspond to method of Patent claim 9. 

Claim 3 corresponds to method of Patent claim 1 1 . 

Claim 5 corresponds to method of Patent claim 8. 

Claim 6 corresponds to method of Patent claim 6. 

Claim 7 corresponds to method of Patent claim 1 1 . 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Metroka et al. (US 51 17449) shows a dual receiver apparatus for integrated 
paging and radiotelephone functions. 
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Skerlos et al. (US 4456925) shows TV/telephone system with automatic dialing. 
Stacy (US 4377729) shows apparatus for eliminating picture bounce in 
television/telephone system. 
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